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Application Papers 
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Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-6, 35-39, 48, 58-62 and 71 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Okada (EP 0 994 480 Al). 

Regarding claim 1, Okada discloses an authoring method for use in creating an 
audiovisual product, comprising the steps of: defining a plurality of components, the components 
implicitly representing functional sections of audiovisual content with respect to one or more raw 
content objects, and a plurality of transitions that represent movements between the plurality of 
components (see figs 9A and 17 and paragraphs 0057-0059); expanding the plurality of 
components and the plurality of transitions to provide a set of explicitly realised AV assets (set 
of scrolling image data) and an expanded intermediate data structure of nodes and links (links to 
the set of scrolling image data and to images of each scrolling set-that is the video sequences 
within each set showing the scrolling), where each node is associated with an AV asset of the set 
and the links represent movement from one node to another (paragraphs 0068-01 13); creating an 
audiovisual product in a predetermined output format, using the AV assets and the expanded 
intermediate data structure of the nodes and the links; and testing the audiovisual product (see 
paragraphs 01 13-0123). 
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Regarding claim 2, Okada discloses the defining step comprises defining at least one 
information component that comprises a reference to a raw content object (see paragraphs 0060- 
0067). 

Regarding claim 3, Okada discloses the reference denotes a file path to a location where 
the raw content object is stored (see fig. 17). 

Regarding claim 4, Okada discloses the defining step comprises defining at least one 
choice component comprising a reference to at least one raw content object, and at least one 
authoring parameter (see fig. 12 and paragraphs 0080-0084). 

Regarding claim 5, Okada discloses the at least one authoring parameter is adapted to 
control a selection or modification of the at least one raw content object (see paragraphs 0064- 
0065). 

Regarding claim 6, Okada discloses the at least one authoring parameter comprises a 
runtime variable available during playback of the audiovisual product (see paragraphs 0124- 
0127). 

Claim 35 is rejected for the same reason as discussed in claim 1 above. 

Claims 36-37 are rejected for the same reason as discussed in claims 2 and 4 respectively 

above. 

Regarding claim 38, Okada discloses the choice component comprises a reference to a 
presentation template and a reference to at least one item of substitutable content to be placed in 
the template according to the at least one parameter (see figs 10-12). 
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Regarding claim 39, Okada discloses the choice component comprises at least one 
runtime variable available during playback of an audiovisual product in a DVD player, and at 
least one authoring parameter not available during playback (see paragraphs 0147-0149). 

Regarding claim 48, the limitation of claim 48 can be found in claim 1 . Therefore claim 
48 is analyzed and rejected for the same reason as discussed in claim 1 above. See also 
paragraphs 0147-010151. 

Regarding claim 58, Okada discloses A data processing system for authoring optical 
medium data comprising: means for producing, from data representing a static visual asset, a set 
of visual assets in which each visual asset of the set comprises data unique to that asset and data 
common to that asset and at least one other visual asset of the set; each visual asset of the set 
having respective defined dimensions (see figs. 10-14). 

Regarding claim 59, Okada discloses the means for producing the set of visual assets 
comprises means for progressively traversing the static visual asset to copy data, from the static 
visual asset, to form respective visual assets of the set (see paragraphs 0060-0067). 

Regarding claim 60, Okada discloses the means for traversing comprises means for 
defining a predeterminable step size, less than at least one of the respective defined dimensions, 
and traversing the static visual asset according to that predeterminable step size (see paragraphs 
0099-0110). 

Regarding claim 61, Okada discloses means for creating, for each visual asset in the set, 
associated asset display control data comprising data representing at least one selectable 
graphical element and at least one link, associated with the selectable graphical element, to 
another visual asset of the set of visual assets (see paragraphs 0120-1023), 
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Regarding claim 62, Okada discloses means for creating comprises: means for creating, 
for selected or all visual assets of the set of visual assets, associated asset display control data 
comprising data representing at least a pair of selectable graphical elements and data 
representing at least a pair of links, associated with respective ones of the pair of selectable 
graphical elements, to a preceding visual asset and a succeeding visual asset of the set of visual 
assets (see paragraphs 0128-0133). 

Regarding claim 71 , Okada discloses a DVD product comprising data representing a set 
of visual assets, the visual assets having been derived from a static visual asset such that at least 
a pair of successive visual assets of the set of visual assets comprise respective unique data and 
data common to the pair of successive visual assets thereby allowing a scrolling effect to be 
emulated when the pair of assets are successively displayed (see paragraphs 0147-0157 and figs. 
18-19). 

Claim Objections 

3. Claims 7-34, 40-47, 49-57, 63-70, and 77-78 are objected to under 37 CFR 1.75(c) as 
being in improper form because a multiple dependent claims cannot depend from any other 
multiple dependent claim. See MPEP § 608.0 l(n). Accordingly, the claims have not been 
further treated on the merits. 

Double Patenting 

4. A rejection based on double patenting of the M same invention" type finds its support in 
the language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and 
useful process ... may obtain a patent therefor ..." (Emphasis added). Thus, the term "same 
invention," in this context, means an invention drawn to identical subject matter. See Miller v. 
Eagle Mfg. Co., 151 U.S. 186 (1894); In re Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); 
and In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in scope. The 
filing of a terminal disclaimer cannot overcome a double patenting rejection based upon 35 
U.S.C. 101. 

5. Claims 1-6, 35-39, and 48, provisionally rejected under 35 U.S.C. 101 as claiming the 
same invention as that of claims 1-6, 35-39, and 48 respectively of copending Application No. 

1 0/7571 91 . This is a provisional double patenting rejection since the conflicting claims have not 
in fact been patented. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

7. Claims 72-76 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Therefore the claims are withdrawn from further consideration. 

Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Helen Shibru 
June 21, 2007 




